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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing dale of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and vwll expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C.,§ 1 33). 
Any reply received by the Offlce later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 27 October 2004 . 
2a)K This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-11 and 13-18 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1-11 and 13-18 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .Q Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Response to Amendment 

1 . The applicant(s) response filed on 10/27/04 has been fully considered and made of 
record. 



Claim Rejections - 35 USC§112 

2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 6 and 9-11, 13 and 14 are rejected under 35 U.S.C. 1 12, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

In Claim 6, the limitations of "the first stiffening element. . .continuous piece of material" 
(lines 1-3) are new matter. The specification and drawings, as originally filed, does not provide 
support for forming either the first stiffening element or the second stiffening element with the 
actuator arm, as one, single continuous piece of material. For example, in the applicant(s) 
Figures 7 and 8, the first and second stiffening elements 315 are shown as completely separate 
pieces of material fi'om the actuator arm 310. Even if these were formed of the same material, 
the stiffening elements 315 and the arm 310 are not shown as one, single piece of continuous 
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material. They are shown and labeled in the Figures as separate elements and thus, separate 
pieces of material. 

The specification discloses that the stiffening elements and actuator arm are formed 
integrally with one another (bottom of page 12). However, nowhere in the disclosure is it ever 
recited that the stiffening elements and actuator arm are formed as one, single continuous piece 
of material. The term "integrally" can simply mean that the actuator arm and the stiffening 
elements are formed as being together, or united, with one another, and not as one, single 
continuous piece of material . 

In Claim 9, the same problems with the limitations of "the arm and. . .material" (lines 13- 
14) occur as with Claim 6 above. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1-6, 9-11, 13 and 14 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Karam 5,408,372. 

Regarding Claim(s) 1 and 9, Karam discloses a method form making a data storage 
device comprising: determining that an actuator system is designed with a spring-mass structure 
characterized by a first bending mode of a first natural fi-equency and a second bending mode of 
a second natural fi-equency (see discussion of the multitude of fi-equencies at col. 8, lines 23+); 
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modifying an arm to as to raise natural frequencies during operation, which includes providing a 
first stiffening element (crimps 52 in Fig. 5) protruding from a first longitudinal edge; and 
assembling the actuator system into the data storage device (magnetic recording medium 
discussed at, for example, col. 1, lines 21+). The "first stiffening element" minimizes or damps 
resonant frequencies at locations on the arm where the first stiffening element is formed and 
maximizes, or raises to a substantial degree, the resonant frequencies at locations or areas on the 
arm where the first stiffening element are not formed (see col. 10, lines 18-46). 

Regarding Claim(s) 2-6, 10, 11, 13 and 14, Figure 5 of Karam shows a second stiffening 
element 52 formed on a second longitudinal edge opposite to the first longitudinal edge where 
each are identical and form a protruding "rail" from the arm. Furthermore, the first and second 
stiffening elements (crimps 52) are shown in Figure 5 to be formed as one, single, continuous 
piece of material that defines a first plane in a vertical direction that is orthogonal to the arm in a 
second plane that is in a horizontal direction. 

6. Claims 15-18 are rejected under 35 U.S.C. 102(b) as being anficipated by WO'544. 

Regarding Claim(s) 15, WO'544 discloses a method of making a data storage device 
where the step plus function of "a step for tuning. ..of the arm" (lines 3-5 of Claim 15) is read as 
being equivalent to blocks 610, 620, 630 (in Fig. 6), which includes providing a first stiffening 
element (carbon fiber in anyone of layers 510, 520 or 530) on a first longitudinal edge and 
providing a second stiffening element (carbon fiber in anyone of layers 540, 550) on a second 
longitudinal edge of the arm; and assembling a designed actuator or actuator arm into a disk 
drive adjacent a storage medium (see Figure 2). 



* - 



Application/Control Number: 09/998, 123 Page 5 

Art Unit: 3729 

Regarding Claim(s) 16, WO' 544 teaches that the arm is modified to raise at least one, i.e. 
a first, natural frequency. 

Regarding Claim(s) 17 and 18, the carbon fibers of WO'544, which are read as the 
stiffening elements, have a structure that is "generally elongate" on the arm. 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Karam. 
Karam discloses the claimed manufacturing method as relied upon above. 
Regarding Claim(s) 7 and 8, Karam teaches substantially all of the limitations of the 

claimed method except copying the modified prototype to construct a production version of the 
designed actuator that is similar to the modified prototype. 

The examiner takes Official Notice that it is well known in the art to copy prototypes to 
construct a production version of the designed actuator through the use of computer aided 
design. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have modified the method of Karam by copying the prototype for such conventional 
benefits of making multiple production versions of a data storage device with a copied prototype. 

As evidence of obviousness, the examiner cites Tangren (U. S. Patent 6,023,574), which 
teaches finite element analysis (FEA) to copy prototypes and modify them to construct a 
production version (see col. 6, lines 54+). 
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Response to Arguments 

9. Applicant's arguments with respect to Claims 1-11, 13 and 14 have been considered but 
are moot in view of the new ground(s) of rejection set forth above. 

In regards to the merits of WO'544 as applied to Claim 15, the applicant(s) believe that 
112, sixth paragraph invoked in Claim 15 (at lines 3-5) somehow limits the step to include the 
function of "providing a stiffening element protruding from an edge of the arm". 

The examiner most respectfully traverses. If this were true with respect to 1 12, sixth 
paragraph, then why would the applicant(s) even need Claims 17 and 18, which further limits 
step a) as having a "stiffening element"? The examiner has properly interpreted the step-plus- 
function (lines 3-5 in Claim 15) to mean that the prior art can have an alternative equivalent step- 
plus-function. In this case, WO'544 includes the step of providing the stiffening elements of 
carbon fibers to enable at least one, i.e. a first, natural frequency to be tuned while minimizing a 
change to a second natural frequency. This is clearly disclosed by WO'544 at pages 10-11 and 
in the flowchart at Figure 6. For example, WO'544 states: 

Increasing angles 9, fi, 0, and rwill increase the torsion mode frequencies, and lower 
the frequency of the bending modes... (see page 11, lines 8-9). 

So the examiner's position is that WO'544 clearly meets the recited step-plus-function 

(lines 3-5 of Claim 15). 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed imtil after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated fi"om the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS fi"om the date of this 
final action. 

12. Any inquiry concerning this communication or earlier communications fi-om the 
examiner should be directed to A. Dexter Tugbang whose telephone nimiber is 571-272-4570. 
The examiner can normally be reached on Monday - Friday 8:00 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Vo can be reached on 571-272-4690. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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